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Office Action Summary 



Application No. 

09/719.272 
Examiner 



Natalie A. Davis 



Applicant(s) 

YAMAMOTO ETAL 



Art Unit 

1642 



- r/ie MAILING DATE of this communication appears on the cover sheet with the correspondence address - — 
renod for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION ~ ^ 

■ .nnoeven,however..ayarep,be«.e,n.ed 

' I ^O^Z'^ri^nr?^^^^ '?f ^ '"^'^ °^ ^^'^y (30) days will be considered timely 

- FMo '^^^^^ f '"n7 ^" "PP'y ^"P'^ "MONTHS fron; the mailing date of this communication. 

Failure o reply within me set or extended penod for reply will, by statute, cause the application to become ABANDONED (35 U S C 5 1 33) 
' f^mld^^.t'^ir'' by the Office later than three months after the mailing date of this communication, even if timely filed may reduS" Iny ^' 
earned patent term adjustment. See 37 CFR 1.704(b) cuu^cany 

Status 

1 )^ Responsive to communication(s) filed on 23 May 2002 . 
2a)KI This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 O G 213 

Disposition of Claims 

4) ^ Claim(s) 1^39 is/are pending in the application. 

4a) Of the above claim(s) 20-26 and 29-39 is/are withdrawn from consideration. 

5) ^ Claim(s) 3,11,14 and 16-18 is/are allowed. 

6M Claim(s) 1,2,4-10. 12. 13. 15. 19 ^27 ^nri 9R iQ/am rojortoH 

7) D Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) n The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C, §§119 and 120 

13) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)SAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received, 

2. n Certified copies of the priority documents have been received in Application No. 

3. n Copies of the certified copies of the priority documents have been received in this National Staqe 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachnient(s) 

l\ n T!^ °[^'T"""' (''^^^2) 4) □ interview Summa^ (PTCM13) Paper No(s). . 

2 U Not.ce of Dransperson s Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent ApplicaUon (PTO-1 ^ 

3) U Infonnation Disclosure Statement(s) {PTO-1449) Paper No(s) . 6) □ Other 
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Detailed Action 

1 . Applicant's amendment filed 30 May 2002 (Paper No: 1 7) is acknowledged. 
Accordingly, claims 4 and 6 are amended, claims 20-26 and 29-39 are withdrawn from 
examination as being drawn to a non-elected invention, and claims 1-19 and 27-28 are under 
examination. 

Response to Arguments 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 



Claim Rejections - 35 USC § 112 1" Withdrawn 

3. Rejection of claims 1 1 and 14 under 35 U.S.C. 1 12, first paragraph is withdrawn 
of declaration disclosing the biological deposit of biological material. 



m view 



Claim Rejections - 35 USC § 112 T"^ Withdrawn 

4. Rejection of claims 1-4 under 35 U.S.C.l 12, second paragraph is withdrawn in view of 
amendments. 



Claim Rejections - 35 USC §112 1" Withdrawn 

5. Rejection of claims 4 and 6 under 35 U.S.C. 1 12, first paragraph is withdrawn in view of 
amendments. 

Claim Rejections - 35 USC §102 Maintained 
Rejection of claims 1,4-10, 12-13, 15, 19, and 27-28 over Streuli, et al. (1992) under 35 
U.S.C. 102(b) is maintained for reasons set forth in the previous office action. The traversal is 
on the grounds that Streuli does not teach isolation of antibodies specific for LAR phosphatase 
subunits, the antibodies reported were targeted against the 150 kDa extracullar domain of LAR, 
and the 85 kDa protein band was only "immuoprecipitated." One would not interpret the artick 
as disclosing any antibodies with "immunospecificity" for the 85 kDa subunit. Apphcanfs 
arguments have been considered but are not persuasive because applicant has not indicated what 



6. 



1 
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"specificity" means. In addition, Strueli teaches an antibody that binds to a LAR protein (1 50 
kDa, designated LAR E-subunit) with the same molecular weight as the instant invention 
Accordingly, it would be reasonable to conclude that the antibody(s) taught by Streuli anticipates 
the mvention as claimed because it teaches an antibody that binds to a LAR subunit which 
possesses the same molecular weight and is shown to be linked with medullary thyroid cancer 
Furthermore, claims 7-10 are product by process of making an antibody and carry no patentable 
weight. 

Claim Rejections - 35 USC§ 103 Withdrawn 

7. Rejection of claims 1-10, 12-13, 15-19, and 27-28 over Streuli, et al. (1988, 1992 and 
1990) m view of Furukawa, et al. (1994) under 35 U.S.C. 103(a) is withdrawn in view of 
arguments. 



Claim Rejections - 35 USC§ 102 



Claim 2 is drawn to an antibody with specificity to an intracellular domain of a LAR 
phosphatase subunit. Figure 1 illustrates that the LAR phosphatase intracellular subunit 
comprises domain 1. The specification discloses known antibodies to protein tyrosine 
phosphatase, including an antibody generated from the transmembrane region of CD45 to a part 
of phosphotase domain 1 (Transduction Laboratories) (p. 6). Accordingly, the specification 
anticipates the invention as claimed and indicates that claimed antibodies are for public use and 
sale by Transduction Laboratories. 



Any inquiry concerning this communication or earlier communications from ft,, 
exammer should be directed to Natalie A. Davis whose telepho^e™berl7o3 308 «1 n t,, 
exammer <^ normally be reached on M-F 8-5:30 (every other FridaToffl ^ 
supervil Snv Stl^l' pVn ™T unsuccessful, .lie examiner's 

thro^^L^o^wh^^ CaLtron or'^°" '"-^OW^^- phone numbers for 

commLcationsraSrrXS-^ri^^^^^ 
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